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REMARKS 

Claims 18 and 19 are pending. Claims 1-12, 16, and 17 were 
withdrawn and are canceled herein without prejudice. Claim 18 
has been amended to introduce certain format changes and to 
more particularly point out what applicants regard as the 
invention. Support for the amendment is found in the 

specification, inter alia, at page 7, lines 129. Applicants 
submit that these amendments raise no issue of new matter. 
Thus, claims 18 and 19 will remain pending and under 
examination upon entry of this Amendment. 

In view of the arguments set forth below, applicants maintain 
that the Examiner's rejections made in the March 26, 2004 
Final Office Action have been overcome, and respectfully 
request that the Examiner reconsider and withdraw same. 

The Claimed Invention 

The present invention is based upon applicants' discovery that 
the chemokine, stromal cell-derived factor 1 ("SDF-1"), is 
specifically overexpressed in cultured synoviocytes derived 
from joints affected by rheumatoid arthritis. Thus, blocking 
the interaction of SDF-1 with its receptor, CXCR4 , on 
peripheral immune cells infiltrating the joint is presented as 
a novel therapeutic approach for the treatment of rheumatoid 
arthritis . 

Abstract of the Disclosure 

The Examiner objected to applicants' amended Abstract under 35 
U.S.C. §132 as allegedly containing new matter to the extent 
that it recited the phrase, ,f [t]his invention also provides 
related methods and compositions. " 
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In response, applicants maintain that the Examiner's rejection 
of the Abstract under 35 U.S.C. §132 is improper. M.P.E.P. 
§608. 01(b), citing 37 C.F.R. 1.72(b). Nevertheless, in order 
to advance the prosecution of the instant application, 
applicants have herein amended the Abstract to remove the 
language objected to by the Examiner. A clean version of the 
amended abstracted is attached hereto as Exhibit A. 

Rejection Under 35 U.S.C. §112, First Paragraph 

The Examiner rejected claims 18 and 19 under 35 U.S.C. §112, 
first paragraph, as allegedly containing subject matter which 
was not described in the specification in such a way as to 
reasonably convey to one skilled in the art that the 
inventors, at the time the application was filed, had 
possession of the claimed invention. 

In response to the Examiner's rejection, applicants 
respectfully traverse and maintain that the specification 
adequately describes the claimed invention. 

The Examiner alleges that the written description is 
inadequate for claims which encompass the use of SDF-1 and 
CXCR4 from any mammalian species. In response, applicants note 
that the instant claims recite the use of a cell, SDF-1, and 
CXCR4 derived from human or mouse. Accordingly, applicants 
maintain that claims 18 and 19 satisfy the requirements of 35 
U.S.C. §112, first paragraph. 
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Rejection Under 35 U.S.C. §102 (b) 

The Examiner rejected claims 18 and 19 under 35 U.S.C. §102 (b) 
as allegedly anticipated by D'Apuzzo et al. 

In response to the rejection, applicants respectfully 
traverse . 

The instant claims provide a method for determining whether a 
non-peptidyl agent inhibits the activation of a CXCR4 receptor 
by SDF-1, wherein the CXCR4 receptor is expressed by a 
monocyte cell. 

D'Apuzzo teaches the determination of whether an antibody 
induces CXCR4 -dependent cell migration in B lymphocytes. 
D'Apuzzo does not teach a method for testing non-peptidyl 
agents . 

In order to anticipate the claimed method, D'Apuzzo must teach 
each and every element thereof. D'Apuzzo fails this test. 
Specifically, D'Apuzzo doe? not tecch a method to determine 
whether a non-peptidyl agent is an inhibitor of SDF-1 induced 
activation CXCR4 using monocyte cells. Thus, D'Apuzzo fails to 
anticipate the claimed invention. Accordingly, applicants 
maintain that claims 13 and 19 satisfy the requirements of 35 
U.S.C. §102 (b) . 

Information Disclosure Statement 

In accordance with their duty of disclosure under 37 C.F.R. 
§1.56, applicants request that the following disclosures be 
made of record in the above-identified application pursuant to 
37 C.F.R. §1.97 (b). These references are also listed on the 
Form PTO-144 9 attached hereto as Exhibit B. Items 1-20 are 
attached hereto as Exhibits 1-20, respectively. 
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Summary 

In view of the remarks made herein, applicants maintain that 
the claim pending in this application is in condition for 
allowance. Accordingly, allowance is respectfully requested. 

If a telephone interview would be of assistance in advancing 
prosecution of the subject application, applicants' 
undersigned attorneys invite the Examiner to telephone them at 
the number provided below. 

No fee, other than the RCE filing fee, is deemed necessary in 
connection with the filing of this Preliminary Amendment. 
However, if any additional fee is required, authorization is 
hereby given to charge the amount of such fee to Deposit 
Account No. 03-3125. 




John P. White 
Registration No. 28,678 
Alan J. Morrison 
Registration No. 37,399 
Attorneys for Applicants 
Cocper & Dunham, LLP 
lld5 Avenue of the Americas 
New York, New York 10036 
(212) 278-0400 



I hereby certify that this 
correspondence is being deposited 
this date with the U.S. Postal 
Service with sufficient postage as 
first class mail in an envelope- 
addressed to: 

Mail Stop/KJEE 
Commissioner for Patents 
p.o. &6x A45Q 

Alex^xid/ia VA 22313-1450 




Alan J . Morrison 
Reg. No. 37, 399 




EXHIBIT A 



Abstract of the Disclosure 

This invention provides a method for treating rheumatoid 
arthritis and other forms of inflammatory arthritis which 
comprises administering to a subject an amount of an agent 
effective to inhibit the activation of the CXCR4 receptor by 
SDF-1 . 



